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Rl^MARKS 

An Excess Claim Fee Payment Letter is Submitted herewith to cover the cost of two (2) 

excess indqiendent claims. 

Claims 1-4, 7-8, 27 and 34-39 are all the claims presently pending in the appUcation. 
Claims 1 -2 and 34 have been amended to further define the invention. Claims 35-39 have been 
added to claim additional features of the claimed invention. 

It is noted that the claim amendments are made only for more particularly pointing out the 
invention, and tjot for distinguishing the invention over the prior art, narrovring the claims or for 
any statutory requirements of patentability. Further, Applicant specificaUy states that no 
amendment to any claim herein should be construed as a disclaimer of any interest in or right to 

an equivalent of any element or feature of the amended claim. 

Claim 34 stands rejected under 35 U.S.C. § 1 12, first paragraph. 

Claims 1-4. 7-8, and 27 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Anzai (U.S. Patent No. 5,923,933) combined with Japanese Patent No. 2000-267338 (JP 
•338). 

Claims 1-4, 7-8, 27 and 34 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Suzuki et al. (U.S. Patent No. 5,630,201) combined with Diamond. Handbook of Imaging 
Materials,pp. 160-161 andFigure4.1 (hereinafter "Diamond") and Ohno et al. (U. S. Patent No. 

6,096,468). 

These rejections are respectfully traversed in view of the following discussion. 

I. THE CLAIMED INVENTION 

AppUcanf s invention is directed to an image forming method which includes developing 
an electrostatic latent image formed on an image carrier with a developmg device into a toner 
image using toners, transferring the toner Image onto a recording medium which includes a 
continuoas sheet, and fixing said toner image transferred onto the recording mediurh to thereby 
form a recorded image on a recordmg sheet 

In the claimed invention, a peripheral speed ratio (SI = Vml / Vp) between the peripheral 
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speed (Vml) of said first developing roller and the peripheral speed (Vp) of said image carrier is 
set in the range of 0.8 - 2.0. and a peripheral ^ ratio (S2 = Vm2 / Vp) betweea the peripheral 
speed (Vm2) of said second developing roller and the peripheral speed (Vp) of said miage earner 
is set in the range of 1.05 - 2.0. In addition, the shape coefficients SFl, SF2 of said toners of die 
developing agent respectively satis^g the following conditions: 120 < SFl < 170 and 1 10 < 
SF2 < 130. 

importantly, the method includes trniisferrinf the toner imi^ye onto a recording 
^^u,^ Includ^c <. .nntlnuous Sheet (AppUcation at Figure 1) (Applicant submits that 

oneof ordinary skill in the art would easily understand firomFigurelof the AppUcation that the 

claimed invention is intended to transfer the toner image on to .rerordinp medium which 
;..i.,.....^.rinuous sheet, since an exemplary aspect of the claimed invention (e.g.. as 
illustrated in Figure 1) does not necessarily include a neutralization device for separating a sheet 
nor an erase lamp located on a backside of the transcriber for separatiiig a recording sheet from a 
drum). 

In addition, the method includes controlling a strei ^P fnn>H^ develQPiPR 
.^^t between tfa ^ »^econd d e v Hopit,f> TOll eT? and n dmrrlopinP npoit distp•buti^S 

^^h.r bv sele^^ r " coeg ^ --* of t»ner mitidr^ in thg tpners to be wi1fa^^ ft 

p,^^t^rm,n>v1 range to T^-'»trirt an occurrence of photORrqpt)ic fog . 

The Application explains tb.t b y -selecting the shape coefficient SF2, the claimed 
^..^t^n. can contrd ^ ctr... .nnlied to the, developing agent between the first and second 
developing rollers and a developing agent distributing member formed between the first and 
second developing roUers, and an occurrence of a photogmphic fog can be restricted (Apphcation 
at page 19, line 21-page 21, line 25; Figure 7). Thus, the claimed invention results in a better 
quality image than conventional methods. 

n THE 35 use §112, FIRST PARAGRAPH REJECTION 

TheExaminerallegesthatclaim34isnotenabledunder35U.S.C. § 112. first paragraph. 

AppUcant would submit, however, that this claim is clearly enabled by the specification. 
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Specifically, as conceded by the Exanuner, the Application discloses an exemplary 
embodiment in wMchaperipheral speed (Vp)ofthe image carrier is 1800nun/sec(^^^^ 
page 16 lines). AppUcant would point out that in this exemplary embodiment (e.g.. as 
illustrated in Figures 5 and 6). the peripheral speed ratio S 1 between the first developing roller 
and the photosensitive body is set at 1.3. However, the Application later states that: 

"[i]n the above tests, the peripheral speed ratio SI between first developing roller 
61 andphotoser^itive body 1 v,as fixed to 1.3. However, in the case of the first 
developing roller 61, since the first developing roller 61 moves in the opposite 
direction to the moving direction of the photosensitive body 1 in the developing 
area, even in the case where the peripheral speed ratio is set small, there can be 
obtained the same effect as the above tests, which has beenprovedfi^ various 
e:q,eriments. And. in the present invention as well, even when the peripheral 
speed ratio SI is lowered dawn to 0.8, the above effect was maintained" 
(Application at page 17, lines 17) (emphasis added). 

AppUcant would point out that since the speed Vp of the photosensitive body is given as 
the speed Vml of the first developing roller over the peripheral speed ratio SI (i.e„ Vp = Vml / 
SI), and since the above passage indicates that the effects obtained in the test maybe obtained 
for a speed ratio SI which is lower than 1.3, the clear implication from this passage in the 
Ap plic^on is t i^^t fl.. H^irable e «->^f« »f the claimed invenrion can be obtained for a speed Vp 
»f ttiR phntAsensitive bndv which is pr ea ter than 1,8Q0 mm/s. 

In view of the foregoing. AppUcant would respectfiilly submit that these claims are not 
indefinite. Therefore, the Examiner is respectfiilly requested to withdraw this rejection. 

ra. THE ALLEGED PRIOR ART REFERENCES 
A. Anzai and JP '338 

The Examiner alleges that Anzai would have been combined vrith JP '338 to form the 
claimed invention of claims 1-4. 7-8 and 27. Applicant would submit, however, that these 
references would not have been combined and even if combined, the combination would not 
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teach or suggest each and every element of the claimed invention. 

SpecificaUy. these references are directed to different problems and solutions. Indeed, 
Anzai is directed to a method in which the ratio of sUding friction force is matched wifli other 
features to allegedly provide a uniform image, whereas, JP '338 is nQtdkecteitOifflsM 

develor -^r ^ ^ '^^'^ de v elop in g systeml . Therefore, these 

references are completely unrelated, and no person of ordinary skiU in the art would have 
considered combining these disparate references, nb^rnt im permissible hmdsiRbt . 

Further, Applicant would submit that the Examiner can point to no motivation or 
suggestion in the references to urge the combination as alleged by Ihe Examiner. Indeed, 
AppUcant would pomt out that nowhere in the Examiner's arguments on pages 7-8 of the Office 
Action, does the Examiner identify any such motivation or suggestion to combme these 
references. 

Specifically, on pages 7-8 of the Office Action, the Examiner merely alleges the 
following: 

1) JP '338 toner "has superior powder characteristics, such as storage stabiUty. and good 
offset resistance"; 

2) JP '338 toner "can be fixed without the use of a releasing oil ... when the releasmg oil 
evaporates, an unpleasant smell may be given off or it may contaminate the inside of the imaging 

apparatus"; 

3) JP -338 states "according to the electrophotographic toner of this invention, when 
treated in a copying machine as a powder, there is no pmblem in the fluidity [of the toner]". The 
Examiner then states "[i]n other words. JP-SSS teaches that its toner does not aggregate or stick to 
iteelf or to ttie componoits of the apparatus"; and 

4) it would have been obvious to use the toner having sh^e coefficients of JP '33 8 in the 
Anzai image forming method "because [a person having ordinary skill in the art] would have had 
areasonable expectation of successfully obtaining an image fonning method that provides fixed 
toned images on recording media without offeet and without unpleasant odors as taught by JP 
•338". 
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However, although the Examiner alleges that the JP '338 toner includes some desirable 
^.^.u... tH. F..,n.iner allege th«t these desirable properties are provided 
,nv way with selec ^^- r -^-"'^ coefficients to he within ^ny particular 

ranee For example, the Examiner surprisingly alleges that one of ordinary skill would have 
used the terser having shape coefficients of JP '338 m the Anzai method to provide fixed toner 
images "without offset and without unpleasant odors". 

Further. Applicant would point out that while JP '338 may disclose toner images "without 
offset and without unpleasant odors", these qualities are ngt provided by selecting the shape 
coefficients SFl, SF2 to be within any particular range. Insead. JP "338 states: 
"fsjince the image forming method of this invention using the 
electrophotographic toner of this invention fvces wUkout intervening the ottfor 
releases substantially in a fixing process, the problem accompanied to use of the 
oil for releases can be avoided, an image forming method with favorable offset 
resistance can be provided" (JP "338 at [0054]) (emphasis added). 
That is, JP -338 clearly states that these quafities are provided by not using an "oU for releases", 
aot by selecting the shape coefficients SFl, SF2 to be within any particular range. 

Therefore, while the Examiner may have presented some evidence that one of ordinary 
skill in the art may have been motivated to modify Anzai using the teachings of JP 33 8 regarding 
not mcluding any "oil for releases" m the toner, the Examiner has clearly failed to present any 
evidence that one of ordinary skiU would have been motivated to modify Anzai to include the 

teachings of JP -338 regarding ^^--''-l f «h,w..coeffldents. Thus, the Exammer has clearly 

failed to make a prima fecie case of obviousness. 

Moreover, neither Anzai, nor JP '338. nor any combination thereof teaches or suggests 
"transferring said toner image onto a recording medium which comprises a continuous sheet" , as 

recited in claims 1 and 2. 

Indeed, with respect to Anzai, Applicant would point out that the skilled person can easily 
understand from the description in column 7, lines 14- 49, and Figure 1 in Anzai that the printing 
paper sheet 14 in Anzai is "a cut sheet." contrary to the embodiment of the present invention. 
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Although Axizai does not literally disclose "a cut sheet", it is clear ftom the disclosure in Anzai. 

That is, in Anzai, the electrophotographic apparatus includes ablade member for 
removing a toner attached to the drum 1. A developing bias voltage of the developing roUers 61. 
62 is appUed. SI, S2 are defined in a predetermined range. A catch roller 63 containing a fixed 
magnet 53 is comiected to a bias power source 73 having the same polarity as that of fee charged 
voltage of the photosensitive body, and is supplied with a voltage nearly equal to the charged 
voltage of the photosensitive body. The catch roller 63 is effective for avoiding a fault in the 
transfer of earner or damage to the photosensitive body by the carrier attached on the drmn 1 , 
even a pressure of the blade member with respect to the drum 1 is low, so that a load of the blade 
member is lower. The cleaner 29 contains the blade member 30 and a brush 31. 

However, in complete contrast to Anzai. according to the embodiment of the invention, 
cleaning a carrier or photosensitive body attached on a drum is performed by both a brush 23 
rotating and contacting with the photosensitive body 1 ^ acatch roUer 63 including amagnet 
53 (e.g., see Application at page 1 5, lines 9-12 and 20-24). 

A stable, high image quaUty is achieved by a predetermined range of SI. S2 andSFl. 
SF2, even though the embodiment is different &om Anzai's ^paratus. Indeed, in the claimed 
invention , the range of SI, S2 is determined by reasons as described at page 7 lines 2-20. the 
range of SFl. SF2 is determined by a result of TEST 8 (e.g.. see AppUcation at Figure 7). 

Further, the embodiment of the present invention does not assume the problem of Anzai, 
especiaUy in the case where a pressure of the blade member with respect to the drum 1 is low. 
Thus, a technical problem which the claimed invention is intended solve, does m derive from 
Anzai. 

In JP'338, the toner shape coefficients SFl, SF2 are determined to broaden the fixing 

temperature without off-set 

However, according to the embodiment of the invention, a toner shape coefficient SFl is 
in a range from 120 to 170, and SF 2 is in a range from 1 10 to 130. A clramnp can be performed 
better owing to the range of the toner shape coefficients SFl. SF2 (e.g.. AppUcalion at page 22 
lines 21-24). Thr" >»rfeetine t fa.^ .^efficients to be within a predetem^ffled range 
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^r. tK. mv e-^»^ ^'^ "A.-rW differed fror. the effect which is desire^ in JP'aSS. 

In addition, neither Anzai, nor JP '338. nor any combination thereof teaches or suggests 
^'controUing a stress applied to said developing agent between said first and second developing 
rollers and a developing agent distributing member, by selecting a shape coefficient SF2 of toner 
particles in said toners to be y^thin a predetermined range to restrict an occurrence of 
photographic fo^„ as recited, for example, in claims 1 and 2. 

As noted above, b:^ctinr th. -hnp. roeffioi^t SF2, the rhimrrl invention <?a^ control 
. .n.Hed to the H. v.lnmn. a^ent between the first and second developing loUers and a 
developing agent distributing member formed between the first and second developing rollers, 
and an occurrence of a photographic fog can be restricted (AppUcation at page 19. line 21.page 
21, line 25; Figure 7). Thus, the claimed invention results in a better quaUty image than 

conventional methods. 

aearly. these novel features are not taught or suggested by the cited references. 
Indeed the Examiner concedes that Anzai does not teach or suggest selecting the shape 
coefficieo^ts of the toner (e.g.. see Office Action at page 6). but alleges that JP '338 teachesthe 
features of the invention and that Anzai would have been combined with JP '338 to form the 
claimed invention. Applicant would submit, however, that the Examiner is incorrect 

Specifically, the Examiner alleges that JP '338 teaches "a toner having shape coefficients 
SFl and SF2 of 148 and 123" (Office Action atpage 6). However. Applicant would point out 
that the claimed mvention is not merely directed to a toner have shape coefficients in a particular 
range, hideed. as exemplary aspect of the churned invention is directed to an image forming 
method which mcludes .^»^»^niiino a stre.« «i»n«i.ri to the develoninir agent between the first 
.nd ..cond dev -i» r'"° ■ distributing member, by selectmp a 

.h. pe coeffiuVi^t SF9 nf toner r ^H^. in the tonm to be within a pTwIrtennined t^«e to 
r^c, «n occurrer ^- phntnm^hic foe. Thisisdearlynottau^tor suggested by JP -338. 

Indeed, JP '338 merely discloses a general "image development system" (JP '338 at 
[0003]). Nowhere does JP "338 even teach or suggest a center feed developmg system, let alone 
a developing agent distributing member in a cent« feed developing system. Thus, certainly JP 
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•338 does not teach or suggest any problems with astress to a developing ag«it appUed between 
fi„t and second developingrollers and the distributingmember.Therefore,tt 

suggest that JP -338 teaches or suggest controlling such a stress by selecting a toner shape 
coefficient to be within a particular range. 

Therefore. Applicant would submit that these references would not have been combmed 
and even if combined, the combination would not teach or suggest each and every element ofihe 

claimedinvention. Therefore, the Examiner is respectMly requested to withdraw this r«^^ 
B Suzuki, Diamond and Ohno 

The Examiner alleges that Suzuki would have been combined with Diamond, and that the 
aUcged Suzuld/Diamondcombmationwouldhavebeen further combined wilhOhno to fo^ 

claimed invention of claims 1-4, 7-8. 27 and 34. AppUcant would submit, however, that these 
references would not have been combined and even if combined, the combmation would not 
teach or suggest each and every element of the claimed invention. 

Suzuki discloses a development apparatus which is intended to improve a development 
poleof apluralityof developmentrolls andarotationspeedthereof (Suzuki at Abstract. 

Diamond discloses a general method of developing an image using a dry toner (Diamond 

at pages 160-161). ^ 

Ohno discloses a toner having shape fiictors in a particular range in order to avoid melt- 
adhesion or filming of toner that occurs ... because of a shear force or rubbing force acUng 
tetryeen the pkatosensith>e member and the cleaning member and/or bet^^een the 
photosensitive member and the intermediate transfer membe^ (Ohno at col. 8, lines 13-19). 

Applicant would submit that these references are directed to different problems and 
solutions. Therefore, these references are completely uffi^ and no person of ordinary skdl 
in the art would have considered combining these disparate references. abs<nit impermissible 
hindsight . 

Further, AppUcant would submit that the Examiner can point to no motivation or 
suggestion in the references to urge Ihe combination as alleged by Ae Examiner. Indeed. 
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nowhere does the Examiner identify any such motivation or suggestion to combine these 
references. 

Moreover, neither Suzuki, nor Diamond, nor Ohno. nor any combination thereof teaches 
or suggests "transferring said toner image onto a recording medium which comprise^ a 
contnmoussheef, as recited in claims 1 and 2. That is, nowhere do any of these references 
^^,.1, cgg^ct . .ntitiiiuous sheet recordingmedium. Therefore, these references are 
completely unrelated to the claimed invention. 

hi addition, neither Suzuki, nor Diamond, nor Ohno. nor any combination thereof teaches 
or suggests "controlling a stress applied to said developing agent between said first and second 
developing rollers and a developing agent distributing member, by selecting a shape coefficient 
SF2 of toner particles in said toners to be within a predetermined range to restrict an occurrence 
of photographic fog\ as recited, for example, m claims 1 and 2. 

As noted above. ^ -^-^^"^ ^^' T^ .^^ffir-i^^nt SF2 th>^ claimed invention can pontrol 
. c«r^. .nnlied to t ^- H^vplonin^ agent between the first and second developing roUers and a 
developing agent distributing member formed between the first and second developmg roUers, 
and an occurrence of a photographic fog can be restricted, resulting in a better quaUty image than 
conventional methods. (Application at page 19. line 21-page 21, line 25; Figure 7). 

Clearly, these novel features are not taught or suggested by the cUed references. Indeed, 
asnotedabove.Diamondmerelyprovidesabasicdescriptionofdrytonerimaging. Thus. 
Diamond certamly does not teach or suggest controllinR a stre ss a pplied to the developing 
a pent between the first and s e ^»^rf developing mllers and a devr.lQpinff agent distributing 
»,.n,he,r hv select^ ^r " "^ T"- '•^efficient SF2 of toner parricles in the tonrrs to be within a 
prf^ete^ined rane e to restrict occurrence of photographic fofc . 

Further, the Examiner concedes that Suzuki does not teach or suggest selectmg the shape 
coefficients of the toner (e.g., see OfBce Action at page 17), but aUeges that Ohno teaches the 
features of the invention and that the alleged Suzuki/Diamond combination would have been 
further combined with Ohno to form the claimed invention. ^Ucant would submit, however, 
that the Examiner is incorrect. 
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SpecificaUy, the Examiner alleges that Ohno discloses shape coefficients within a 
particular range at col. 41, lines 10-56, col. 43, lines 19-22 and Col. 59. Table 3A. However, 
nowhere in this passage or anywhere else for that matter, does Ohno teach or suggest any 
association between the shape coefficients and r stro^ss applied to the dnrHopinr .yen^b^een 
fir.t .T,d sec o-H A...^nnm^ roll ers and a de velopin g -pent di^bntin g member , 

Indeed. AppUcant would point out that Ohno does not even teach or surpest a center fee4 
H.v.lo.in. system. Instead. Ohno merely discloses an apparatus which includes a charging roller 
2 a latent image bearing member 1 . and an intermediate transfer member 5 (Ohno at col. 33. hne 
43-col. 34, line 49). Thus, Ohno does not even teach or suggest a developing agent distributmg 
member (e.g., formed between first and second developing loUers). 

Therefore. Ohno. is completely unrelated to an exemplary aspect of the claimed invention 
which has apurpose . .stresP applied to the developiup Ttfent between the fiyst and 

.^..H Heve1omng ^ii>^^ .nd a develor>inP .rent di stributii^ff men^ber. Indeed, nowhere does 
Ohno even recognize that such a stress exists on the developing agent m a center feed developing 
system. 

Further, as noted above. Ohno discloses a toner having shape factors in a particular range 
in order to avoid "melt-adhesion or filming of toner that occurs ... because of a shear force or 
rubbing force acting between the photosensUtve member and the cleaning member and/or 
bety^een the photosensitive member and ihe intermediate transfer member^ (Ohno at col. 8, 

lines 13-19). 

However. Applicant would submit that a shear force or rubbing force acting between the 
photosensitive member and the cleaning member and/or between tbe photosensitive 
member and the intermediate transfer member is completely different than a stress ffiphed to 
the, develoDinp « P>^r.t between t b ^ fir«t .nd second dcvdoning roUen » developing ffient 
H^.trihnti.a member. Indeed. AppUcant would respectfully submit that the shape coefficients for 
avoiding the melt-adhesion or fihning of toner in Ohno is likely different than the shape 
coefficients which may be selected for controlling a stress applied tp the developinR 

K.tw.^ the first and se c ^i^^ developing rollers and a developing agent distri1>minR 
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member . 

Therefore, Ohno does not teach or suggest controlling a stress appUed to the developing 
agent between the first and second developing rollers and a developing agent distributing 
member, by selecting a shape coefficient SF2 of toner particles in the toners to be ^thin a 
predetermined range to restrict an occurrence of photogr^hic fog. Thus, Ohno clearly does not 
make up for the deficiencies in the aUeged Suruki/Diamond combination. 

Therefore. AppUcant would submit that these references would not have been combined 
and even if combined, the combination would not teach or suggest each and every element ofthe 
claimed invention. Therefore, the Examiner is respectfully requested to withdraw this rejection. 
Therefore, the Examiner is respectfully requested to withdraw this rejection. 

ni. FORMAL MATTERS AND CONCLUSION 

hi view ofthe foregoing. Apphcant submits that claims 1-4. 7-8. 27 and 34-39. all the 
claims presently pending in the appUcation, are patentably distinct over the prior art of record and 
are in condition for allowance. The Examiner is respectfully requested 1x> pass the above 
sq)plication to issue at the earliest possible time. 

Should the Examiner find the application to be other than in condition for allowance, the 
Examiner is requested to contact the undersigned at the local telephone number Hsted below to 
discuss any other changes deemed necessary in a tdepl i onic or personal iflt^ew . 
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The Commissioner is hereby authorized to charge any deficiency in fees or to credU any 
erpaym«ait in fees to Attorney's Deposit Account No. 50-0481. 


Date: 


^Jft^sptectfully Submitted. 


Phillip E. Miller, Esq. 
Registration No. 46,060 


McGinn IP Law Group, FLrL,C 
8321 Old Courthoiise Road, Suite 200 
Vienna, VA 22182-3817 
(703) 761-4100 
Customer No. 21254 

rFT^TTFICATE O^^ FACSIMH TRANSMISSION 
I hereby certily that the foregoing Amendment was filed by facsimile with the Umted 
States Patent and Trademark Office, Examiner Jams Dote, Group Art Unit # 1756 at fax number 
(571) 273-8300 this f(>^ day of, ^eff^^ > 2005. 



Phillip E. Miller 
Reg. No. 46,060 
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